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DETAILED ACTION 

1. Claims 1-19 are subject to examination. 

Response to Arguments 

2. Applicant's arguments filed April 14, 2004 have been fully considered but they 
are not persuasive for the following reasons: 

Claim rejections 35 USC § 102: 

a. In response to Applicant's argument that "Matsumoto does not mention 
destination party mail boxes.", the reference teaches "A message is received by 
messaging device 1 from access device 2, which is a telephone set for example, and is 
stored in message database 3 as is without further processing. In addition to the 
message, messaging device 1 also receives a message destination designation from 
access device 2, Messaging device 1 reports a storing location for the message on an 
IRC, a URL for example, by sending a text message to the message destination. The 
IRC client notifies the user of the text message in real time. A user who views the text 
message makes a request to provider device 4 to provide the message using 
acquisition device 8. Provider device 4 accesses the message database, reads the 
message, and sends it to the acquisition device 8. Thereby, the message sent from 
access device 2 is reported as' is to another user. (Abstract), the reference clearly 
discloses that the message is stored for user's retrieval and as such it discloses the 
users (destination party) have the mailboxes. 
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b. In response to applicant's argument that the reference Matsumoto fails to show 
certain features of applicant's invention, it is noted that the features upon which 
applicant relies (e.g. As indicated by the applicant under the remarks for claim rejections 
35 use § 102, "In contrast the present invention teaches a mechanism whereby the 
user can store a selection of pre-programmed messages that can be sent either without 
having to make a normal call, or by appending to a new voicemail or other message. 
This reduces the repetitive tasks associated with using voicemail and other media types 
of mail by having a selection of pre-recorded messages t hat can be quickly used."). This 
statement from Applicant clearly discloses that the claim 1 must have an absolute 
relevancy to a mechanism whereby the user can store a selection of pre-programmed 
messages that can be sent either without having to make a normal call, or by appending 
to a new voicemail or other message. 

The claims fail to define whereby the user can store a selection of pre-programmed 
messages that can be sent either without having to make a normal call, or by appending 
to a new voicemail or other message, and their nature as to: 

1) How selection (any mechanism and a process or a procedure) of pre-programmed 
messages is being made? 

2) When, how, how many and what types of messages are being pre-programmed such 
that they can be called as "pre-programmed", and the user can select and store the pre- 
programmed massages ? After the user has made the selection of the pre-programmed 
messages, where does the user store them? 

3) How the messages are being sent without having to make a normal call? 
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4) How the pre-programmed messages differ from the claimed "pre-specified message" 
or "pre-specified massages"? 

5) Is there any relationship between the pre-programmed messages and the claimed 
"pre-specified message" or "pre-specified massages"? 

6) How the matter pertaining above questions 1 through 5 is related to a selection of 
pre-recorded messages directly or indirectly? 

7) What are the differences along with how they are differentiated as they being "pre- 
specified massages", "pre-recorded messages", and "pre-programmed messages"? 

8) Claim 4 recites "A messaging system as claimed in claim 1 wherein the 
messaging server comprises a processor arranged to append information received from 
a user to one of the pre-specified messages.", however, the Applicant is now stating 
" pre-programmed messages that can be sent either without having to make a normal 
calL or by appending to a new voicemail or other message". How and why do these two 
differ? 

c. In response to Applicant's arguments that "The Examiner also states that Matsumoto 
teaches at column 12 lines 39-50 "a destination party mail box, wherein when a 
specified user input is received at the input, one of the pre-specified messages is sent 
to the destination pal mail box from the messaging server". However this is not the 
case. The Examiner has already read the voice prompt pre-recorded at chat massaging 
device 1 onto the pre-specified messages of the claim. However, the passage at column 
12 lines 39-50 does not mention the pre-recorded voice prompts. That passage of 
Matsumoto describes sending a URL of the web page where the non-chat 
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message is stored to a chat channel. These URLS are not pre-specified messages 
because they must vary according to in which web-page the non-chat message is 
stored. In addition the URLS are addresses at locations where messages are stored 
and are not messages themselves. Also the chat channel is not a destination party 
mailbox. Therefore Matsumoto does not teach the claimed feature (ii) of claim 1. This 
feature is also found in the other Independent claims 11, 15, 16 and 17 which are 
therefore also patentable over Matsumoto.", the reference teaches that the "A message 
is received by messaging device 1 from access device 2, which is a telephone set for 
example, and is stored in message database 3 as is without further processing. In 
addition to the message, messaging device 1 also receives a message destination 
designation from access device 2. Messaging device 1 reports a storing location for the 
message on an IRC, a URL for example, by sending a text message to the message 
destination. The IRC client notifies the user of the text message in real time. A user 
who views the text message makes a request to provider device 4 to provide the 
message using acquisition device 8. Provider device 4 accesses the message 
database, reads the message, and sends it to the acquisition device 8. Thereby, the 
message sent from access device 2 is reported as is to another user. (Abstract), the 
reference clearly discloses that the message is stored for user's retrieval and as such it 
discloses the users (destination party) have the mailboxes. The reference also teaches 
that the sending URL pertaining to the location where the message is stored and 
sending the stored messages to the destination (target channel) is "a pre-specified 
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message" for the system sending the message to the destination, wherein the message 
is retrieved upon user's input, (col. 12, lines 39-50). 
Claim rejections 35 USC § 103, 

In response to Applicant's arguments that "Matsumoto gives no hint or direction to 
append messages in this way. Thus staring from Matsumoto the skilled person would 
have had no reason to look to Baxter. The Examiner states that the skilled person would 
have been motivated to consider Baxter because it teaches the advantage of 
transmitting digital audio file attachments to an email address without the need to set up 
an account. However this argument is based on pure hindsight. Starting from 
Matsumoto the skilled person has no reason to even consider email messages or 
making audio attachment to them because Matsumoto is concerned with chat systems. 
Thus claims 18 and 19 are both patentable over Matsumoto in view of Baxter", the 
reference Matsumoto teaches, in Fig.1 and in col. 6, lines 60 through col. 8, lines 10 
that the voicemail is recorded by the access device ( clearly taught by the reference that 
the access device is a telephone set having no function to connect to internet) for the 
user terminal (IRC client who is having function to connect to internet). These 
characteristics of the devices involved in the embodiment of the reference as described 
and depicted is motivating for one having ordinary skill in the art to find a way to 
combine and transmit email with an attachment of digital audio file. That is exactly what 
the reference Baxter teaches "there is a need in the art for a method of transmitting 
digital audio file attachments to a preselected email address without requiring the 
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recipient to first set up an account with a sen/ice in col. 2, lines 50-53. Thus, it is not 
based on hindsight. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-3, 7, 8, 11, 12, and 15-17 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Matsumoto et al. (hereinafter Matsumoto)(US 6, 678, 720). 

Referring to claim 1, 
The reference teaches 

A messaging system arranged to allow a user to send a pre-specified message to a 
destination party mail box, said messaging system comprising a communiciations 
network comprising: (i) a messaging server arranged to store one or more pre-specified 
messages; (col. 10, lines 66 and col.11, lines 1-7). (ii) an input to the communications 
network arranged to receive a user input; and (Abstract) (iii) a destination party mail 
box; wherein when a specified user input is received at the input, one of the pre- 
specified messages is sent to the destination party mail box from the messaging server. 
(Fig. 2, element 16, col. 12, lines 39-50). 
Referring to claim 2, 
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The reference teaches a messaging system as claimed in claim 1 wherein said input 
comprises a terminal connected to the communications network and comprising a user 
interface. (Fig. 1 , element 9), 
Referring to claim 3, 

The reference teaches a messaging system as claimed in claim 2 wherein the terminal 
is connected to the messaging server via a communications network node being a 
private branch exchange. (Fig.1, element 9, col. 7, lines 44-47). 
Referring to claim 7, 

The reference teaches " In addition, messaging device 1 can communicate with 
message database as is in message database 3 the voice data, image data and text 
data."(col.7, lines 13-17)(wherein the messaging server is a multimedia messaging 
server ). 

Referring to claim 8, 

The reference teaches that the destination party mail box is located on a second 
messaging server. (Fig.1, elements 7,8 and elements 5 and 6 (IRC server- second 
messaging server)). 
Referring to claim 11, 

The reference teaches a method of sending a pre-specified message to a destination 
party mail box in a communications network, said method comprising the steps of: (i) 
storing said pre-specified message at a messaging server in the communications 
network; (col. 10, lines 66 and col. 1 1 , lines 1-7). (ii) receiving an input from a user, said 
input indicating that the pre-specified message is to be sent to the destination party mail 
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box; and (iii) sending the pre-specified message from the messaging server to the 
destination party mail box. (Abstract and Fig. 2, element 16, col. 12, lines 39-50). 
Referring to claim 12, 

The reference teaches the input is received via a terminal. (Fig. 1 , element 2). 
Referring to claims 15, 

The reference teaches a messaging server for sending a pre-specified message to a 
destination party mail box in a communications network, said messaging server 
comprising: (i) a store containing the pre-specified message; (col. 10, lines 66 and 
col.11, lines 1-7). (ii) an input arranged to receive information, said information 
indicating that the pre-specified message is to be sent to the destination party mail box; 
(iii) a processor arranged to send the pre-specified message to the destination party 
mail box. (Abstract and Fig. 2, element 16, col. 12, lines 39-50). 
Referring to claim 16, 

A communications network comprising a destination party mail box and a messaging 
server for sending a pre-specified message to the destination party mail box, said 
messaging server comprising: (i) a store containing the pre-specified message; (col. 10, 
lines 66 and col.11, lines 1-7). (ii) an input arranged to receive information, said 
information indicating that the pre-specified message is to be sent to the destination 
party mail box; and (iii) a processor arranged to send the pre-specified message to the 
destination party mail box. (Abstract and Fig. 2, element 16, col. 12, lines 39-50). 
Referring to claim 17, 
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Claim 17 is a claim to a computer program that carries out the method steps of claim 
15. Therefore, claim 17 is rejected for the reasons set forth for the claim 15. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 4-6, 9, 10, 13, 14, 18 and 19 are rejected under 35 U.S.C. 103(a) as 
being Unpatentable over Matsumoto et al. (hereinafter Matsumoto)(US 6, 678, 720) in 
view of Baxter Jr. (hereinafter Baxter) (US 6, 385, 305). 

Referring to claim 4, 

Keeping in mind the teachings of the reference Matsumoto as stated above, although 
the reference teaches the messaging server comprises a processor (Fig.1, element 1) 
sending notification to the destination with a pre-specified message, the reference 
explicitly fails to teach to append to append information received from a user to one of 
the pre-specified messages. The reference Baxter teaches " additional step to the 
method describe above might include encoding a sponsor message into the electronic 
message wherein the encoding a sponsor message comprises the step of appending 
the digital audio file with an audio sponsor message. Alternatively, the method might 
include encoding a text-based sponsor message into the body of the electronic 
message or encoding a sponsor message comprises the step of encoding one or more 
graphic elements into the body of the electronic message." (col.4, lines 14-23, Fig. 6, 
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elements 110, 120)). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time of invention was made to combine Matsumoto's messaging 
device's notification capabilities with Baxter's teachings of appending the information to 
the message and delivering it to the destination. Thus, this systems provide a benefit of 
transmitting digital audio file attachments to a preselected email address without 
requiring the recipient to first set up an account with a service as taught by Baxter. 
Referring to claims 5 and 6, 

Keeping in mind the teachings of the reference Matsumoto as stated above, although 
the reference teaches the messaging server comprises a processor (Fig.1, element 1) 
sending notification to the destination with a pre-specified message, the reference 
explicitly fails to teach to append information received from a user to one of the pre- 
specified messages to create a combined message such that in use the 'messaging 
server is later able to separate the appended information from the combined message 
and wherein the processor is arranged to create the combined message such that in 
use, when the combined message is displayed to a user the appended information is 
displayed as part of the pre-specified message. The reference Baxter teaches " 
additional step to the method describe above might include encoding a sponsor 
message into the electronic message wherein the encoding a sponsor message 
comprises the step of appending the digital audio file with an audio sponsor message. 
Alternatively, the method might include encoding a text-based sponsor message into 
the body of the electronic message or encoding a sponsor message comprises the step 
of encoding one or more graphic elements into the body of the electronic message." 
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(col.4, lines 14-23, Fig.6, elements 110, 120). The reference also teaches "the voice 
mail server 30 then records the caller's audio voice message 90 onto a storage medium. 
The voice message is compressed and encoded into a digital audio file 40 and then 
attached to the email address previously identified 1 10. The email and digital audio file 
attachment is then opened and listened to by the recipient 260. (col. 10, lines 18-23). 
(to append information received from a user to one of the pre-specified messages to 
create a combined message such that in use the messaging server is later able to 
separate the appended information from the combined message and wherein the 
processor is arranged to create the combined message such that in use, when the 
combined message is displayed to a user the appended information is displayed as part 
of the pre-specified message). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of invention was made to combine Matsumoto's 
messaging device's notification capabilities with Baxter's teachings of appending the 
information to the message and delivering it to the destination as shown in Fig.6 by 
Baxter. Thus, this systems provide a benefit of transmitting digital audio file 
attachments to a preselected email address without requiring the recipient to first set up 
an account with a service as taught by Baxter. 
Referring to claim 9, 

Keeping in mind the teachings of the reference Matsumoto as stated above, although 
the reference teaches the messaging server comprises a processor (Fig.1, element 1) 
sending notification to the destination with a pre-specified message, the reference 
explicitly fails to teach to the communications network node is arranged to route the 



Application/Control Number: 09/734,975 Page 13 

Art Unit: 2154 

additional information to the messaging server together with one or more control signals 
that are arranged to indicate that the additional information is to be appended to a pre- 
specifled message. The reference Baxter teaches a method of transmitting one or more 
audio file attachments in an electronic message from a telephone including the steps of 
dialing into a predetermined telephone number, sending one or more DTMF signals on 
the touch-tone telephone corresponding to a preselected email address wherein the one 
or more DTMF signals is associated with a predetermined alphanumeric character, 
assembling a string of alphanumeric characters by repeating the DTMF signal entry until 
the preselected email address has been completed, recording an audio voice message 
over the touch-tone telephone, converting the audio voice message into a digital audio 
file, attaching the digital audio file to an electronic message directed to the preselected 
email address, and transmitting the electronic message to the preselected email 
address. (Abstract). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time of invention was made to combine Matsumoto's messaging 
device's notification capabilities with Baxter's teachings of appending the information to 
the message and delivering it to the destination as shown in Fig, 6 by Baxter. Thus, this 
systems provide a benefit of transmitting digital audio file attachments to a preselected 
email address without requiring the recipient to first set up an account with a service as 
taught by Baxter. 
Referring to claim 10, 

Keeping in mind the teachings of the reference Matsumoto as stated above, although 
the reference teaches the messaging server comprises a processor (Fig.1, element 1) 
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sending notification to the destination with a pre-specified message, the reference 
explicitly fails to teach wherein the pre-specified messages are stored in a mail box on 
the messaging server, said mail box being associated with the user. The reference 
Baxter teaches address book (Fig.6, element 240) located on server 30, which stores 
the pre-specified email addresses in the user mail box (col. 10, lines 12-18) (pre- 
specified messages are stored in a mail box on the messaging server, said mail box 
being associated with the user.) Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of invention was made to combine Matsumoto's 
messaging device's notification capabilities with Baxter's teachings of storing pre- 
specified messages such that the caller has the option of retrieving it for later user and 
avoiding the manual entry again as taught by Baxter. 
Referring to claims 13 and 14, 

Keeping in mind the teachings of the reference Matsumoto as stated above, although 
the reference teaches the messaging server comprises a processor (Fig.1, element 1) 
sending notification to the destination with a pre-specified message, the reference fails 
to teach setting up a call between the terminal and the messaging sen/er and receiving 
information from the user via this call, to be appended to the pre-specified message, 
and wherein the call is routed via a communications network node between the terminal 
and the messaging server and wherein that communications network node is arranged 
to send a control signal to the messaging server, indicating that the received information 
is to be appended to the pre-specified message. The reference Baxter teaches a 
method of transmitting one or more audio file attachments in an electronic message 
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from a telephone including the steps of dialing into a predetermined telephone number, 
sending one or more DTMF signals on the touch-tone telephone corresponding to a 
preselected email address wherein the one or more DTMF signals is associated with a 
predetermined alphanumeric character, assembling a string of alphanumeric characters 
by repeating the DTMF signal entry until the preselected email address has been 
completed, recording an audio voice message over the touch-tone telephone, 
converting the audio voice message into a digital audio file, attaching the digital audio 
file to an electronic message directed to the preselected email address, and transmitting 
the electronic message to the preselected email address. (Abstract). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time of invention was 
made to combine Matsumoto's messaging device's notification capabilities with Baxter's 
teachings of appending the information to the message and delivering it to the 
destination as shown in Fig. 6 by Baxter, Thus, this systems provide a benefit of 
transmitting digital audio file attachments to a preselected email address without 
requiring the recipient to first set up an account with a service as taught by Baxter. 
Referring to claim 18, 

Keeping in mind the teachings of the reference Matsumoto as stated above, although 
the reference teaches the messaging server comprises a processor (Fig.1, element 1) 
sending notification to the destination with a pre-specified message, the reference 
explicitly fails to teach a communications signal arranged to be routed between a 
terminal and a messaging server, said communications signal comprising information 
and a control signal which indicates that the information is to be appended to a pre- 
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specified message at the messaging server. The reference Baxter teaches a method of 
transmitting one or more audio file attachments in an electronic message from a 
telephone including the steps of dialing into a predetermined telephone number, 
sending one or more DTMF signals on the touch-tone telephone corresponding to a 
preselected email address wherein the one or more DTMF signals is associated with a 
predetermined alphanumeric character, assembling a string of alphanumeric characters 
by repeating the DTMF signal entry until the preselected email address has been 
completed, recording an audio voice message over the touch-tone telephone, 
converting the audio voice message into a digital audio file, attaching the digital audio 
file to an electronic message directed to the preselected email address, and transmitting 
the electronic message to the preselected email address. (Abstract), Therefore, it would 
have been obvious to one having ordinary skill in the art at the time of invention was 
made to combine Matsumoto's messaging device's notification capabilities with Baxter's 
teachings of appending the information to the message and delivering it to the 
destination as shown in Fig. 6 by Baxter Thus, this systems provide a benefit of 
transmitting digital audio file attachments to a preselected email address without 
requiring the recipient to first set up an account with a service as taught by Baxter. 
Referring to claim 19, 

Keeping in mind the teachings of the reference Matsumoto as stated above, although 
the reference teaches the messaging server comprises a processor and a 
communications network node arranged to be connected between a terminal and a 
messaging server, said communications network node comprising a processor arranged 
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to set up a call between the terminal and the messaging server and to route information 
from the terminal to the messaging server using this call, (Fig.1, elements 1, 9 and 2), 
sending notification to the destination with a pre-specified message, the reference fails 
to teach wherein the processor is further arranged to send a control signal with the 
routed information, said control signal indicating that the routed information is to be 
appended to a pre-specified message at the message server. The reference Baxter 
teaches a method of transmitting one or more audio file attachments in an electronic 
message from a telephone including the steps of dialing into a predetermined telephone 
number, sending one or more DTMF signals on the touch-tone telephone corresponding 
to a preselected email address wherein the one or more DTMF signals is associated 
with a predetermined alphanumeric character, assembling a string of alphanumeric 
characters by repeating the DTMF signal entry until the preselected email address has 
been completed, recording an audio voice message over the touch-tone telephone, 
converting the audio voice message into a digital audio file, attaching the digital audio 
file to an electronic message directed to the preselected email address, and transmitting 
the electronic message to the preselected email address. (Abstract). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time of invention was 
made to combine Matsumoto's messaging device's notification capabilities with Baxter's 
teachings of appending the information to the message and delivering it to the 
destination as shown in Fig. 6 by Baxter Thus, this systems provide a benefit of 
transmitting digital audio file attachments to a preselected email address without 
requiring the recipient to first set up an account with a service as taught by Baxter. 
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7. Prior Art not relied upon: Please also refer to the references listed in the attached 
PTO-892 which are not relied upon for clainn rejections since these references are 
relevant to the claimed invention. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1,1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ashok B. Patel whose telephone number is (571) 272- 
3972. The examiner can normally be reached on 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A Follansbee can be reached on (571) 272-3964. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://palr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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